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DETAILED ACTION 
Drawings 

1 . Figure 1 should be designated by a legend such as —Prior Art— because only that which is 
old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not accepted 
by the examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which papers 
have been placed of record in the file. 

Specification 

The following guidelines illustrate the preferred layout for the specification of a utility 
application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1.77(b), the specification of a utility application should include 
the following sections in order. Each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC. 

(f) BACKGROUND OF THE INVENTION. 
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(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 CFR 1.97 
and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

(j) CLAIM OR CLAIMS (commencing on a separate sheet). 

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(1) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A "Sequence 
Listing" is required on paper if the application discloses a nucleotide or amino 
acid sequence as defined in 37 CFR 1.821(a) and if the required "Sequence 
Listing" is not submitted as an electronic document on compact disc). 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-13 and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 1 and 6 the phrase "selected from the group comprising" renders the claims 
indefinite, because it uses an improper Markush language, i.e., Markush group uses 
closed transitional phrases, e.g., "consisting of or "consisting essentially of," therefore it 
is unclear if a Markush type of claim was intended or not. 

The term "short chain" in claim 4 is a relative term which renders the claim indefinite. 
The term "short chain" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. 
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Claim 5 is vague and indefinite since the meaning in the context of "primarily" is not 
understood, i.e., it seems that the paper could be a fine paper and something else at the 
same time. 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

6. Claims 1-13 and 15 are rejected under 35 U.S.C. 102(a) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Wakai et al., WO 02/079573 Al, (equivalent 
US Patent Application Publication No. 2005/01701 10 Al has been used as the translation). 

Wakai et al. teach a coated paper, which is coated with a pigment layer and a 
barrier/hydrophobic barrier, se abstract and U-[0009]. Wakai et al. teach that the pigment 
coating layer can include kaolin, Clay, calcium carbonate, etc, see ^-[00 14] and the 
preferred is kaolin, supra. Wakai et al. teach also that the barrier layer contains acrylate 
polymers or copolymers, ](-[0019] and that it is coated onto the surface of the pigmented 
layer as a latex solution, ]|-[0021]-[0022]. Wakai et al. teach the use of non-contacting 
methods, including curtain coaters and air-knife coaters, to coat the papers, see ^{-[0017] 
and [0022]. The examples show the concentration of the additives in ranges overlapping 
the claimed range. Note that the paper taught by the reference is inherently capable of 
being used as base paper for release labels. It seems that the cited reference teaches all 
the limitations of the claims or at least the minor modification(s) to obtain the claimed 
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invention would have been obvious to one of ordinary skill in the art. Note that the use of 
PVA as one of the additives in the surface layer would have been obvious to one of 
ordinary skill in the art, since the Glass transition temperature of PVA is within the range 
of the thermoplastic polymers taught by Wakai et al. as the ones that need to be used in 
the surface layer, See abstract. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S. C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

7. Claims 1-5 and 14 are rejected under 35 U.S.C. 102(e) as being anticipated by Sato et al, 

US Patent Application Publication No. 2003/0170414 Al. 

Sato et al. teach a composite sheet having a pigment coating layer (35) and several other 
layers, including a barrier layer (33), see figure 1 andl(s-[0031] and [0042]. Sato et al. 
teach also that the barrier layer contains or could contain polyvinyl alcohol, (PVA or 
PVOH) or acrylate latexes, see ](-[0032], and that the pigment layer contains a resin and 
an inorganic pigment, such as kaolin, calcium carbonate, etc., see ](-[0042]-[0043]. Sato 
et al. teach also that the composite sheet can be used as the backing sheet for a release 
label, t-[0046]. 



Application/Control Number: 10/563,102 Page 6 

Art Unit: 1791 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

10. Claims 6-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sato et al, 
US Patent Application Publication No. 2003/0170414 Al . 

Sato et al. invention has been explained above. Sato et al. is silent with regard to the coating 
process used to coat the sheet. However, the use of non-contacting methods such as curtain, 
spraying, air-knife coating, electrostatic deposition, etc., is well known in the art and therefore 
within the levels of ordinary skill in the art. Note that it has bee held that "[W]here two 
equivalents are interchangeable for their desired function, substitution would have been obvious 
and thus, express suggestion of desirability of the substitution of one for the other is 
unnecessary." In re Fout 675 F. 2d 297, 213 USPQ 532 (CCPA 1982); In re Siebentritt, 372 F.2d 
566, 152 USPQ 618 (CCPA 1967). 
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Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure in the art of "Coated base paper." 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jose A. Fortuna whose telephone number is 571-272-1 188. The 
examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on 571-272-1 189. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jose A Fortuna/ 
Primary Examiner 
Art Unit 1791 

JAF 



